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DETAILED ACTION 

Election/Restrictions 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are 
not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 

elect a single invention to which the claims must be restricted. 

Group I, claims 1-18, drawn to an improved method for preparing chiral or 
enantiomer-enriched beta-amino acids, aldehydes, 
ketones or gamma-amino alcohols. 

Group II, claim 19, drawn to an intermediate for pharmaceutical products. 

The inventions listed as Groups I and II do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: The products of 
Boesten et al (US 2003/0097005 05-2003, see below) anticipate the compound 
claim 19 which cannot have the special technical feature required for unity of 
invention. 

1 . Amended claim 19 is directed to an invention that is independent or distinct from the 
invention originally claimed for the reasons set forth above. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
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prosecution on the merits. Accordingly, claim 19 is withdrawn from consideration as 
being directed to a non-elected invention. See 37 CFR 1 .142(b) and MPEP § 
821.03. 

NOTE: A complete reply to the final rejection must include cancellation of nonelected 
claims or other appropriate action (37 CFR 1 .144) See MPEP § 821 .01 . 

Current Status 

2. This action is responsive to Applicants' amendment of 20 December 2007. 

3. Receipt and entry of Applicants' amendment is acknowledged. 

4. Claims 1-19 are pending. 

5. The rejection under 35 USC § 101 set forth in paragraph 1 of the previous Office 
Action mailed 20 June 2007 is withdrawn in response to Applicants' amendment. 

6. The rejections under 35 USC § 1 12, second paragraph, set forth in paragraphs 1 - 2 
of the previous Office Action mailed 20 June 2007 is withdrawn in response to 
Applicants' amendment. 

7. The rejection under 35 USC § 102 set forth in paragraph 5 of the previous Office 
Action mailed 20 June 2007 is withdrawn in response to Applicants' amendment. 

8. Claims 1-4, 7-10 and 12-18 are finally rejected under 35 U.S.C. 103(a) as being 
unpatentable over Boesten et al (US 2003/0097005 05-2003) in view of Bailey 
(Chemical Reviews, The Reactions of Ozone with Organic Compounds, 1958, 58(5), 
pages 925-1010). 
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Instantly claimed is a process for the successive ozonolysis of compounds of 
formula (I) followed by either reduction or oxidation. 

Boesten teaches (Paragraphs [0083]-[0088]) the ozonolysis of (R)-phenylglycine 
Amide-(R)-isopropylhomoallylamine. The reaction is either carried out under 
oxidative (NaOH/MeOH) conditions (with autogenous oxygen or ozonide at room 
temperature (25°C)) to give the methyl ester or followed by reduction to the alcohol 
with and then a water quench using at least 1-2 equivalents based on NaBH 4 
followed by aqueous extraction and chromatography. 

The differences between the processes taught by Boesten and those instantly 
claimed are that: 

a. Boesten teaches reaction at -78°C while temperatures of reaction between - 
40°C to +30°C are instantly claimed; 

b. Boesten teaches oxidation to form the ester while oxidation to form the acid is 
instantly claimed; and, 

c. Boesten teaches only reduction with NaBH 4 to form the alcohol while 
reduction with agents such as hydrogen/catalyst combinations are instantly 
claimed. 

Bailey teaches (Page 986, 1 st 3 paragraphs) the use of a variety of solvents 
including acetic acid at temperatures of between -25°C to +25°C. Bailey teaches 
(Page 989, Table 7) the oxidation of a large variety of substrates to the carboxylic 
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acid in the presence of oxidizing agents such as O2 or H2O2. Baily teaches (Page 
991, Table 8, entries 1 and 4) the catalytic reduction to produce aldehydes. 

Thus one of ordinary skill in the art would have been motivated to modify the 
processes of Boesten according to the teachings of Bailey in order to extend the 
utility of Boesten's processes to other product classes and optimize yields. There 
would have been a reasonable expectation for success based upon the generality of 
Bailey's teaching. 

Thus the instantly claimed process would have been obvious to one o ordinary skill 
in the art. 

Examiner's Response to Applicants' Remarks With Regard to This Rejection 

9. Applicants have presented argument with regard to this rejection. The Examiner 
responds to these below: 

a. Applicants' argue that the Examiner's rationale for the above rejection 
appears to be flawed since Boeston is directed to the ozonolysis of amide 
allylamines and that the homoallylamine that is subjected to ozonolysis is (R)- 
phenylglycine amide-(R)-isopropylhomoallylamine. The Examiner notes, 
however, that Applicants formula encompasses compounds in which R6 is an 
N-protective group which includes amides as a class. In further support of this 
position, the Examiner directs Applicants' attention to Examples 4-1 1 on 
pages 13-17 of the instant specification where such " amide allylamines" are 
subjected to ozonolysis. 
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b. Applicants argue that R5 cannot be an amino group and therefore, Applicants 
argue, formula (I) cannot embrace the amide allylamines of Boesten. To this 
the Examine responds: 

i. Compounds in which R5 is an NH 2 group are vinyl amines and not allyl 
amines as argued by Applicants. Regardless of nomenclature, 
however, such substitution is not at issue in the present case; 

ii. Compounds in which R6 is a substituted carbonyl group are 
encompassed by formula (I) and correspond to the homoallylamine 
exemplified by Boeston as set forth in the rejection of record above. 

c. Applicants argue that one of ordinary skill in the art would not substitute the 
non-amide allylamines defined in the application in the Boeston process to 
arrive at the instantly claimed invention. In response, The Examiner points out 
that no "substitution" is required, since, as demonstrated above, the 
homoallylamine of Boeston is encompassed by the "allylamines" of instant 
formula (I). 

Applicant's arguments filed 20 December 2007 have been fully considered but they 
are not persuasive for the reasons set forth above 



10. Claims 5, 6 and 1 1 are finally objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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Conclusion 

11. Claims 1-19 are pending. Claims 1-4, 7-10 and 12-18 are finally rejected. Claims 5, 
6 and 1 1 are finally objected to. Claim 19 is withdrawn from consideration as being 
directed to a non-elected invention. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul A. Zucker whose telephone number is 571-272- 
0650. The examiner can normally be reached on Monday-Friday 5:30-3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Evonne Eyler can be reached on 571-272-0871 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273- 
8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from 
a USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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